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„ MAILING DATE of this communication appears on the cover sheet with the correspondence address - 

Period for Reply »i,r^KlTLJ/c\ cDr^^/l 

A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MONTH(SI FROM 

Failure to reply «ithin the set or extended period for repV will, by statute, .=ause the application to become ABANDONED 135 U SX. ! 1 33|. 
: ArTre^^ received by the Office later tf«r, three n>„«hs after the mailir^ date of .h« con«,ur.ication, even rf t^ely filed, may reduce ar^ 

earned patent term adjustment. Soe 37 CFR 1.704(b). 

Status 

1 ) □ Responsive to connmunicatlon(s) filed on ^ 

2a) □ This action is FINAL. 2b) K This actionis non-final. 

3) □ Since this application is in condition for allowance except for formal matters, P^^s^^^ f ^^^'^^ 

closed in accordance with the practice under Ex parte Quayle. 1935 CD. 11; 453 O.G. 

Disposition of Claims 

p-i ^, . , , , oQ is/are pending in the application. 

4) W Claim(s) 1-29 ^ 


4a) Of the above, claim(s) 7-29 

5) n Claim(s)__ 

6) K Claim(s) US 

?)□ Claim(s)_ 


is/are withdrawn from consideration. 

is/are allowed. 

is/are rejected. 

is/are objected to. 


8)K Claims 1-29 


are subject to restriction and/or election requirement. 


Application Papers 
9)n The specification is objected to by the Examiner. 

10) 0 The drawing(s) filed on Is/are a)^ accepted or objected to by the Examiner. 

Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 1 .85la). 

11) 0 The proposed drawing correction filed on is: alD approved bjD disapproved by the Examiner 

If approved, corrected drawings are required in reply to this Office action. 

12) 0 The oath or declaration is objected to by the Examiner. 
Priority under 35 U.S.C, §§ 119 and 120 

13) 0 Acknowledgement is made of a claim for foreign priority under 35 U.S.C. § 119(a)-(d) or (f). 
a)n All b)n Some* clD None of: 

1 . □ Certified copies of the priority documents have been received. 

2. □ Certified copies of the priority documents have been received in Application No. _ • 

3. □ Copies of the certified copies of the priority documents have been received in this National Stage 

application from the International Bureau (PCT Rule 17.2la)). 
*See the attached detailed Office action for a list of the certified copies not received. 

14) 0 Acknowledgement is made of a claim for domestic priority under 35 U.S.C. § 119(e). 
a) □ The translation of the foreign language provisional application has been received. 

15) n Acknowledgement is made of a claim for domestic priority under 35 U.S.C. §§120 and/or 121. 
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Office Action Summary 


Part of Paper No. 4 


Application/Control Number: 09/68 1405 ^ 
Art Unit: 1754 

Restriction to one of the following inventions is required under 35 U.S.C. 121: 

I. Claims 1-6, drawn to an acicular body, classified in class 423, subclass 1+. 

II. Claims 7-20, drawn to a method of making an acicular body, classified in class 
423, subclass 263+. 

III. Claims 21-27,29, drawn to a composite ceramic, classified in class 50 1, subclass 
95.1. 

IV. Claim 28, drawn to a light pipe, classified in class 359, subclass 738. 
The inventions are distinct, each from the other because of the following reasons; 

Inventions I and II are related as process of making and product made. The inventions are 
distinct if either or both of the following can be shown: (1) that the process as claimed can be 
used to make other and materially different product or (2) that the product as claimed can be 
made by another and materially different process (MPEP § 806.05(f)). In the instant case the 
product may be made by a different process such as a sol-gel process. 

Inventions I and III are related as combination and subcombination. Inventions in this 
relationship are distinct if it can be shown that (1) the combination as claimed does not require the 
particulars of the subcombination as claimed for patentability, and (2) that the subcombination has 
utility by itself or in other combinations (MPEP § 806.05(c)). In the instant case, the combination 
as claimed does not require the particulars of the subcombination as claimed because claim 29 is 
evidence that the acicular body of Group I is not required. The subcombination has separate 
utility such as reinforcement in a metal matrix. 
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Inventions I and IV are unrelated. Inventions are unrelated if it can be shown that they are 
not disclosed as capable of use together and they have different modes of operation, different 
functions, or different effects (MPEP § 806.04, MPEP § 808.01). In the instant case the different 
inventions have different functions since Group I does not require a scintillating material. 

Inventions II and III are um-elated. Inventions are unrelated if it can be shown that they 
are not disclosed as capable of use together and they have different modes of operation, different 
functions, or different effects (MPEP § 806.04, MPEP § 808.01). In the instant case the different 
inventions have different effects since the acicular body may be made by another process. 

Inventions II and IV are unrelated. Inventions are unrelated if it can be shown that they 
are not disclosed as capable of use together and they have different modes of operation, different 
functions, or different effects (MPEP § 806.04, MPEP § 808.01). In the instant case the different 
inventions have different modes of operation because the process does not produce a scintillating 
material. 

Inventions III and IV are unrelated. Inventions are unrelated if it can be shown that they 
are not disclosed as capable of use together and they have different modes of operation, different 
functions, or different effects (MPEP § 806.04, MPEP § 808.01). In the instant case the different 
inventions have different modes of operation because Group III is drawn to a composite whereas 
IV is drawn to a light pipe. 
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Because these inventions are distinct for the reasons given above and have acquired a 
separate status in the art as shown by their different classification, restriction for examination 
purposes as indicated is proper. 

This application contains claims directed to the following patentably distinct species of the 

claimed invention: a plurality of metal compounds. 

Applicant is required under 35 U.S.C. 121 to elect a single disclosed species for 
prosecution on the merits to which the claims shall be restricted if no generic claim is finally held 
to be allowable. Currently, claims 1,5,6,20,21,22,23,28,29 are generic. 

Applicant is advised that a reply to this requirement must include an identification of the 
species that is elected consonant with this requirement, and a listing of all claims readable thereon, 
including any claims subsequently added. An argument that a claim is allowable or that all claims 
are generic is considered nonresponsive unless accompanied by an election. 

Upon the allowance of a generic claim, applicant will be entitled to consideration of claims 
to additional species which are written in dependent form or otherwise include all the limitations 
of an allowed generic claim as provided by 37 CFR 1.141. If claims are added after the election, 
applicant must indicate which are readable upon the elected species. MPEP § 809.02(a). 

Should applicant traverse on the ground that the species are not patentably distinct, 
applicant should submit evidence or identify such evidence now of record showing the species to 
be obvious variants or cleariy admit on the record that this is the case. In either instance, if the 
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examiner finds one of the inventions unpatentable over the prior art, the evidence or admission 
may be used in a rejection under 35 U.S.C. 103(a) of the other invention. 

During a telephone conversation with Toan P. Vo on June 1 1, 2002 a provisional election 
was made with traverse to prosecute the invention of Group I, claims 1-6 and the specie of rare 
earth oxides. Affirmation of this election must be made by applicant in replying to this Office 
action. Claims 7-29 are withdrawn from further consideration by the examiner, 37 CFR 1 142(b), 
as being drawn to a non-elected invention. 

Applicant is reminded that upon the cancellation of claims to a non-elected invention, the 
inventorship must be amended in compliance with 37 CFR 1.48(b) if one or more of the currently 
named inventors is no longer an inventor of at least one claim remaining in the application. Any 
amendment of inventorship must be accompanied by a request under 37 CFR 1.48(b) and by the 
fee required under 37 CFR 1.17(1). 

The following is a quotation of the first paragraph of 35 U.S.C. 1 12: 

The specification shall contain a written description of the invention, and of the manner and process of making 
and using it. in such full, clear, concise, and exact terms as to enable any person skilled in the art to which it 
pertains, or with which it is most nearly connected, to make and use the same and shall set forth the best mode 
contemplated by the inventor of carrying out his invention. 

Claims 1-6 are rejected under 35 U.S.C. 112, first paragraph, as containing subject matter 
which was not described in the specification in such a way as to enable one skilled in the art to 
which it pertains, or with which it is most nearly connected, to make and/or use the invention. 
The instant specification enables only metal oxides of the disclosed Groups but not any other type 
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of metal compound such as sulfates, borides, nitrides, nitrates, chlorides, phosphates, etc. There 
is no enablement in the instant specification for any other metal compound except metal oxides 
nor would one of ordinary skill in the art know how to make any other metal compound without 
undue experimentation. 

Claims 1-6 are rejected under 35 U.S.C. 1 12, second paragraph, as being indefinite for 
failing to particularly point out and distinctly claim the subject matter which applicant regards as 
the invention. 

In claim 1, "of the Periodic Table" is confusing where it is recited and should be deleted 
and inserted after "VIIIA" since "rare earth metals" are well known as such without reciting that 

they are in the Periodic Table. 

A broad range or limitation together with a narrow range or limitation that falls within the 
broad range or limitation (in the same claim) is considered indefinite, since the resulting claim 
does not clearly set forth the metes and bounds of the patent protection desired. Note the 
explanation given by the Board of Patent Appeals and Interferences in Ex parte Wu, 10 USPQ2d 
203 1, 2033 (Bd. Pat. App. & Inter. 1989), as to where broad language is followed by "such as" 
and then narrow language. The Board stated that this can render a claim indefinite by raising a 
question or doubt as to whether the feature introduced by such language is (a) merely exemplary 
of the remainder of the claim, and therefore not required, or (b) a required feature of the claims. 
Note also, for example, the decisions of Ex parte Steigewald, 131 USPQ 74 (Bd. App. 1961); Ex 
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parte Hall, 83 USPQ 38 (Bd. App. 1948); and Ex parte Hasche, 86 USPQ 481 (Bd. App. 1949). 
In the present instance, claim 4 recites the broad recitation "preferably less than about 10 urn", 
and the claim also recites "more preferably less than about 5 urn" which is the narrower statement 
of the range/limitation. 

In claim 4, "preferably less than about 10 um" is indefinite. 

In claim 5, "of the Periodic Table" is conftising where it is recited and should be deleted 
and inserted after "IVA" since "rare earth metals" are well known as such without reciting that 
they are in the Periodic Table. 

The following is a quotation of the appropriate paragraphs of 35 U.S. C. 102 that form the 
basis for the rejections under this section made in this Office action: 
A person shall be entitled to a patent unless - 

rb) the invention was patented or described in a printed publication in this or a foreign countiy or in public use 
sale in this country, more than one year prior to the date of application for patent m the United States. 


or on 


or 


Claims 1-6 are rejected under 35 U.S.C. 102(b) as being clearly anticipated by David '528 
Wong '368. See col. 4 and the claims of David; and col. 15 and the claims of Wong. 


The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all obviousness 

rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a person 




having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. 

Claims 1-6 are rejected under 35 U.S.C. 103(a) as being unpatentable over David '528 or 
Wong '368. Supra. 

The subject matter as a whole would have been obvious to one having ordinary skill in the 
art at the time the invention was made to have selected the overlapping portion of the range 
disclosed by the reference because overlapping ranges have been held to be a prima facie case of 
obviousness. In re Malagari, 182 USPQ 549. 

Where the examiner has found a substantially similar product as in the applied prior art the 
burden of proof is shifted to the applicant to establish that their product is patentably distinct, see 
In re Best, 195 USPQ 430. 

Any inquiry concerning this communication or earlier communications from the examiner 
should be directed to Steven Bos whose telephone number is (703) 308-2537. The examiner is on 
the increased flexitime program schedule. The FAX No. for After Final amendments is 703-872- 
93 1 1; for all others it is 703-872-93 10. 

Any inquiry of a general nature or relating to the status of this application or proceeding 
should be directed to the receptionist whose telephone number is (703) 308-0661 



Steven Bos 
Primary Examiner 


Art Unit 1754 


